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REASONS FOR PRE-APPEAL REVIEW 

Rejection of claims 3-6,8,9,11-13 and 1 5-1 7 under 35 USC 51 02(e) 

In light of the amendments made to independent claims 3, 11, 16 and 17 in 
Applicants' response submitted March 15, 2007, Applicants respectfully submit that 
the limitations therein are not anticipated by Rivette (5,991,751). The §1 02(e) 
rejection is respectfully traversed. With regard to the dependent claims, for the sake 
of brevity, specific discussion of each dependent claim is not set forth herein. 
Applicants reserve, however, the right to further set forth independent arguments in 
favor of the patentability of the dependent claims in an Appeal Brief. 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). "The identical invention must be shown in as complete detail 
as is contained in the ... claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 
1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). Thus, as set forth in MPEP §2131, to 
anticipate a claim, a reference much teach every element recited in the claim. As the 
following discussion will illustrate, the Examiner has failed to establish as the basis 
for the rejection, where each recited limitation has been taught by the reference 
relied upon. 

Rivette, cited by Applicants at the time of filing, is directed to a system, method, and 
computer program product for patent-centric and group-oriented data processing, 
and discloses a system for evaluating the value of a corporation's patent portfolio. In 
the "Overview of the Invention" starting at col. 9 (bottom), Rivette describes 
"evaluating the value of the corporation's patent portfolio (represented as part of the 
patent information 204)" (col. 10, lines 50-52). Rivette is an example of a system 
that processes patent information for what is indicated to be a single corporation (see 
e.g., "a corporate entity" col. 3, line 63; "the corporation" col. 4, line 8). As Applicants 
have previously urged, Rivette does not appear to disclose or suggest the 
management of patent (intellectual property) and non-patent (financial) information 
from multi-company databases by referencing such information to make a decision. 
Such limitations were previously added wherein reference to both the financial and 
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intellectual property databases were amended to specifically recite that the 
respective databases included "data for a plurality of companies." 

Instead, Rivette indicates that enterprise server 314 is designed for a customer, 
where the customer is a "customer corporate entity" (col. 15, lines 50-51), that the 
data is that which "the customer maintains" (col. 16, line 35) for the company, and as 
described at col. 17, lines 17-20, the patent database 614 is the "customer's 
repository of patents." Similarly, at col. 21, line 58 - col. 22, line 6, Rivette 
characterizes the financial databases 638 as storing financial information pertaining 
to the customer's business. Hence, the financial database of Rivette is not 
understood to be one that includes data for a plurality of companies. While Rivette 
refers to information about competitor companies, it does not appear to contemplate 
the searching of financial and intellectual property databases having data for a 
plurality of companies as is presently recited in the amended independent claims, for 
example, claims 3, 11, 16 and 1 7. 

In the "Response to Argument" (Final Office Action, p. 17), the Examiner first 
suggests that the limitation of multiple or plural company data in the databases is not 
claimed, and then states that Rivette discloses the claimed subject matter. The 
Examiner is believed to be mistaken and to have mis-characterized the teachings of 
Rivette. First, as noted above, Applicants' prior amendments have added the 
limitation that information from a plurality of companies is contained in the respective 
databases as set forth above. Second, although the Examiner urges that such a 
limitation is taught by Rivette, the Examiner fails to identify support for such teaching, 
resorting to conjecture ("at a minimum that database would hold ...") to urge that data 
for other companies would have to be included in the database. The Examiner's 
reliance on the teaching at col. 10, lines 17-22 is believed to be in error, as there is 
no suggestion that databases include financial data for a plurality of companies or 
intellectual property data for a plurality of companies. Absent a specific teaching of 
the limitations set forth in the claims, Applicants respectfully submit that all limitations 
of independent amended claims 3, 11, 16 and 17 are not taught and, therefore, 
cannot be anticipated by Rivette. 

Rejection of claim 1 0 under 35 USC 51 03(a) 

The distinctions over Rivette are generally set forth above relative to claim 3, from 
which claim 10 indirectly depends. Nonetheless, in response to the Examiner's 
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submission of "Documentary Evidence," Applicants continue to urge that the rejection 
of claim 10 is improper and that prima facie obviousness has not been established. 
Accordingly, the rejection is respectfully traversed. 

To establish prima facie obviousness, three criteria must be met. First, there must be 
a suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to 
combine teachings of references. Second, there must be a reasonable expectation 
of success. Finally, the prior art reference (or references when combined) must 
teach or suggest all the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found 
in the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 488, 
20 USPQ2d 1438 (Fed. Cir. 1991). Moreover, as previously urged by Applicants, 
Official Notice unsupported by documentary evidence should only be taken by the 
examiner where the facts asserted to be well-known, or to be common knowledge in 
the art are capable of instant and unquestionable demonstration as being well- 
known. 

Applicants previously urged that the Examiner had not established prima facie 
obviousness as no teaching was identified as suggesting "accessing an 
assignee/ticker database to determine linkages between the financial database and 
the intellectual property database on a company basis" as recited in claim 10. The 
Examiner acknowledges that Rivette did not teach such a step, but urged Official 
Notice thereof. In response to Applicants' traverse of the Official Notice, for the first 
time in the Final Office Action, the Examiner now produces what is alleged to be 
"documentary evidence" to support a position that "it is old and well-known that 
publicly available financial and intellectual property data concerns assignee and 
ticker data." Applicants again traverse the Official Notice as not having been 
demonstrated by the "documentary evidence" where the "documents" provided are 
search results for an on-line search apparently conducted in April 2007 (well after 
Applicants filing date of Sept. 27, 2001) for alleged news articles with one or more of 
various words such as ticker, assignee, etc. Furthermore, none of the articles 
identified in the search results has been referenced or provided in support of the 
"Official Notice". The Examiner apparently failed to identify a particular prior art 
document that indeed teaches that that "it is old and well-known that publicly 
available financial and intellectual property data concerns assignee and ticker data," 
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let alone teaches or suggests the recited claim limitation (claim 10) that requires 
"accessing an assignee/ticker database to determine linkages between the financial 
database and the intellectual property database on a company basis." Accordingly, 
Applicants continue to respectfully traverse the official notice and/or the Examiner's 
"documentary evidence" as insufficient to establish any teaching or suggestion of the 
limitations expressly set forth in claim 10. Absent a teaching of accessing an 
assignee/ticker database to determine linkages between the financial database and 
the intellectual property database on a company basis, prima facie obviousness 
cannot be established. Nor has the Examiner established, as required for a rejection 
under §1 03(a), a suggestion or motivation to modify or to combine Rivette with the 
alleged "documentary evidence." While various sections of Rivette are referred to, 
none is identified to suggest accessing an assignee/ticker database to determine 
linkages as alleged by the Examiner. Accordingly, claim 10 is respectfully 
maintained to be patentable over Rivette. 

Rejection of claims 1,2,7 and 1 4 under 35 USC §1 03(a) traversed 

As for amended claim 1, the distinctions over Rivette are generally characterized 
above relative to similar claims; with respect to claim 1, Applicants respectfully 
submit that the additional limitations that the databases include data for a plurality of 
companies are not taught or suggested by Rivette. In the Response to Arguments, 
the Examiner indicated that the amendment to the preamble has not been given 
patentable weight. Applicants respectfully submit that the limitation as to the recited 
database is not a limitation as to purpose or intended use. Rather, the limitation is 
directed to the structure of the claimed invention (further defining the database) such 
that "when read in the context of the entire claim, recites limitations of the claim, [and] 
... should be construed as if in the balance of the claim." Pitney Bowes, Inc. v. 
Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165-66 (Fed. Cir. 
1999). 

Moreover, the rejection indicates that the limitation of "relaxing at least some of the 
search criteria, until at least a required number of matching records are found, 
wherein the required number of matching records is never less than one" is taught 
somewhere between columns 25 and 30 (Office Action p. 11 top, and Final Office 
Action p. 22). Applicants remain unable to identify where such a limitation is taught, 
and respectfully suggest that the Examiner has failed to establish prima facie 
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obviousness by identifying support for the alleged teaching (as noted above, the prior 
art reference or combination must teach or suggest all the claim limitations). This is 
as much as acknowledged by the Examiner's reliance on an unsupported description 
of a search methodology set forth in detail at p. 22 rather than a specific reference to 
Rivette or other prior art. Similarly unpersuasive is the Examiner's new reliance on 
the terms "iterative" (searching within a prior search result group; col. 26, lines 25- 
28), "search strategies" ("keyword, keyword phrase, keyword phrases with Boolean, 
col. 26, lines 29-33), and "manipulate" ("manipulate and process the search 
results"; col. 26, line 42), which also fail to suggest relaxation of search criteria. 
Hence, Applicants continue to traverse the rejection of amended claim 1 , and claim 2 
dependent therefrom. 

As to the rejection of claims 7 and 14, the rejection fails to set forth a basis for 
teaching of all limitations in the independent claims, and Applicants thereby maintain 
that the rejection is incomplete on its face. For the sake of brevity, Applicants have 
not set forth further arguments relative to dependent claims 7 and 14, but reserve the 
right to submit such arguments in the Appeal Brief in the event that the rejections are 
maintained. 



In view of the foregoing arguments, the Pre-Appeal Brief Conference panel is 
respectfully requested to reconsider this application, as previously amended, and to 
indicate an allowance of the claims as amended in the response dated March 15, 
2007. 



Conclusion 




/Duane C. Basch, Esq. Reg. No. 34,545/ 
Duane C. Basch 
Attorney for Applicant 
Registration No. 34,545 
Basch & Nickerson LLP 
1777 Penfield Road 
Penfield, New York 14526 
(585) 899-3970 
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